REMARKS 

Reconsideration of the application in view of the present amendment 
is respectfully requested. 

Claims 6-9 have been canceled. Claims 10-15 have been added. 

Based on the foregoing amendments and the following remarks the 
application is deemed to be in condition for allowance and action to that end is 
respectfully requested. 

The Examiner rejects claims 6 and 7 under 35 U.S.C. § 103(a) as being 
unpatentable over Teck, U.S. Patent No. 6,120,266 (Teck) in view of Seulen, U.S. 
Patent No. 4,377,090 (Seulen). Claims 8-9 were rejected as claims 6-7 above and 
further in view of Park, U.S. Patent No. 6,585,500 (Park). It is respectfully 
submitted that claims 10-15, which are being submitted herewith, are patentable 
over the cited references, and are allowable. 

Specifically, claim 10 recites magnetic forcelocking means for 
retaining the plurality of openings in one of open condition and closed condition 
thereof, dependent on the gas flow through the magnetic forcelocking means, and 
including a magnetic diaphragm displaceable between a first positon in which the 
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magnetic diaphragm closes the plurality of openings, and a second position in 
which the plurality of openings are open, and a magnetic element for retaining the 
magnetic diaphragm in its first position. The magnetic diaphragm is displaced into 
its second position when a pressure force acting on the magnetic diaphragm as a 
result of a pressure difference between an operational volume of the piston 
machine and the swept volume, exceeds a magnetic force applied by the magnetic 
element to the magnetic diaphragm for retaining the magnetic diagram in the first 
position. 

It is respectfully submitted that the foregoing novel features of the 
present invention are not disclosed or suggested in the prior art, including all of the 
art of record in this application. 

Considering the prior art, Teck does not disclose magnetic 
forcelocking means for closing a plurality of openings and including a magnetic 
diaphragm and a magnetic element cooperating with the magnetic diaphragm for 
closing the openings. Teck discloses a valve in which a plurality of 
circumferentially arranged openings (15) communicate with a single groove (17) 
that is closable by a piston ring (8) dependent on the position of the piston (1) as a 
result of friction forces acting one piston ring (column 3, lines 66-67, column 4, 
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lines 1-5). The Office Action asserts that Teck does not show a piston machine 
having a plurality of gas inlet openings (page 2, lines 5-4 from the bottom). 
However, the openings (15) do constitute inlet openings (column 3, lines 15-28). 
It is noted that the plurality of openings (16) is provided in the end surface of the 
piston head. 

Applicants respectfully submit that Seulen does not suggest use of 
magnetic forcelocking means for closing an opening or openings. Firstly, Seulen 
discloses a through- flow monitor for liquid or gaseous media and for that reason 
alone is not believed to be pertinent to the present invention. Further, Seulen does 
not disclose magnetic forcelocking means for closing an opening and formed of a 
magnetic diaphragm and a magnetic element cooperating with the diaphragm for 
closing the opening. It is noted that the Seulen diaphragm, being provided with an 
opening (6, 7) cannot prevent flow through the opening. In Seulen, the magnetic 
diaphragm forms part of a signaling device indicative of a flow rate which is 
determined by the position of the diaphragm. To this end, the diaphragm 
cooperates with sensor means, e.g., a Hall generator (column 3, lines 25-32). 
There is no suggestion whatsoever in Seulen that the diaphragm can be used for 
closing an opening or openings. 
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Under MPEP §2143 a prima facie case of obviousness requires that 
three basic criteria be met. 

First, there must be some suggestion or motivation, either in the 
references or in the knowledge generally available to one of ordinary 
skill in the art, to modify the reference or to combine reference 
teachings. Second, there must be a reasonable expectation of success. 
Finally, the prior art reference (or references when combined) must 
teach or suggest all of the claim limination. 

It is respectfully submitted that neither the first element nor the third 
element of prima facie obviousness has been established. 

In view of the above it is respectfully submitted that claim 10 is 
patentable over the combination of Terk and Seulen assuming, arguendo, that such 
combination can be made, and is allowable. 

Claims 11-15 depend on claim 10 and are likewise allowable as being 
dependent on an allowable subject matter. 
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CONCLUSION 



In view of the foregoing, it is respectfully submitted that the application is in 
condition for allowance, and allowance of the application is respectfully requested. 

Should the Examiner require or consider it advisable that the specification, 
claims and/or drawings be further amended or corrected in formal respects in order 
to place the case in condition for final allowance, it is respectfully requested that 
such amendment or correction be carried out by Examiner's Amendment and the 
case passed to issue. Alternatively, should the Examiner feel that a personal 
discussion might be helpful in advancing this case to allowance, the Examiner is 
invited to telephone the undersigned. 



Respectfully submitted, 




Alexander Zinchuk 
Reg. No. 30,541 



Abelman, Frayne & Schwab 
666 Third Avenue, 10th Floor 
New York, NY 10017-5621 

212-885-9383 



8 



